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Peter Joseph Giacomini, Walter Michael Pitio, Hector Francisco Rodriguez, and Donald 
David Shugard hereby appeal to the United States Court of Appeal for the Federal Circuit to 
review the Decision on Appeal 2009-0139 from Application 09/725,737 of the Board of 
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Administrative Patent Judges. 

HOFF, Administrative Patent Judge. 



DECISION ON APPEAL 



1 The real party in interest is Broadspider Networks, Inc. 

2 The two-month time period for filing an appeal or commencing a civil 
action, as recited in 37 C.F.R. § 1.304, begins to run from the decided date 
shown on this page of the decision. The time period does not run from the 
Mail Date (paper delivery) or Notification Date (electronic delivery). 



Appeal 2009-0139 
Application 09/725,737 

STATEMENT OF CASE 

Appellants appeal under 35 U.S.C. § 134 from a non-final rejection of 
claims 1, 2, 8, 9, 11, 12, 15, 16, 22-25, 27, 28, 31, and 32. 3 We have 
jurisdiction under 35 U.S.C. § 6(b). 

We affirm-in-part. 

Appellants' invention relates to a technique for efficiently populating 
a cache with resources (Spec. 2). Embodiments include populating a cache 
with a resource only when at least / requests for the resource have been 
received, wherein / is an integer and is at least occasionally greater than one, 
wherein i varies with e.g. the time of day, the day of the week, the day of the 
year, the month of the year, the season of the year, or the year itself (Spec. 
10). In another embodiment, the value of i does not change over time or as a 
function of circumstance (Spec. 9). 

Claim 1 is exemplary: 

1. A method comprising: 

populating a cache with a resource only when at least i 
requests for said resource have been received; 

wherein i" is an integer and is at least occasionally greater 
than one. 

The prior art relied upon by the Examiner in rejecting the claims on 
appeal is: 

Tran 7,039,683 Bl May 2, 2006 

(filed Dec. 29, 2000) 

3 Claims 3-7, 10, 13, 14, 17-21, 26, 29, and 30 stand objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form (Ans. 4). Further, we note that Appellants' statement that 
claims 1-32 stand rejected and are appealed (Br. 6) is erroneous, as is the 
Examiner's indication that the status of the claims in the Brief is correct 
(Ans. 2). 
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Teoman 6,463,509 Bl Oct. 8, 2002 

(filed Jan. 26, 1999) 

Chamberlain 6,408,360 Bl Jun. 18, 2002 

(filed Jan. 25, 1999) 

Claims 2, 9, 16, and 25 stand rejected under 35 U.S.C. § 112, first 
paragraph, as failing to comply with the enablement requirement. 

Claims 1, 8, 11, 12, 15, 22-24, 27, 28, 31, and 32 stand rejected under 
35 U.S.C. § 102(e) as being anticipated by Tran. 

Claims 1, 8, 11, 12, 15, 22-24, 27, 28, 31, and 32 stand rejected under 
35 U.S.C. § 102(e) as being anticipated by Chamberlain. 

Claims 1, 8, 11, 12, 15, 22-24, 27, 28, 31, and 32 stand rejected under 
35 U.S.C. § 102(e) as being anticipated by Teoman. 

Throughout this decision, we make reference to the Appeal Brief 
("Br.," filed May 22, 2007) and the Examiner's Answer ("Ans.," mailed Oct. 
17, 2007) for their respective details. 

ISSUES 

Appellants assert that dependent claim 2, which calls for i to be 
invariant, is not in conflict with independent claim 1, which requires the 
value of i to be an integer "occasionally greater than one" (Br. 13). With 
respect to the prior art rejections, Appellants argue that Tran does not qualify 
as prior art under 35 U.S.C. § 102(e) because its filing date postdates the 
filing date of the instant application (Br. 15), and that Chamberlain and 
Teoman fail to anticipate the claimed invention because neither teaches 
populating a cache with a resource only when at least i* requests for the 
resource have been received, wherein / is an integer and at least occasionally 
greater than one (Br. 16, 18). 
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Appellants' arguments present us with the following four issues: 
L Have Appellants shown that the Examiner erred in finding that 
one of ordinary skill in the art could not make and use the invention of claim 
2, in which the value of i is invariant, without undue experimentation? 

2. Have Appellants shown that the Examiner erred in finding that 
Tran qualifies as prior art under 35 U.S.C § 102(e)? 

3. Have Appellants shown that the Examiner erred in finding that 
Chamberlain teaches populating a cache with a resource only when at least i 
requests for that resource have been received, wherein i is an integer that is 
at least occasionally greater than one? 

4. Have Appellants shown that the Examiner erred in finding that 
Teoman teaches populating a cache with a resource only when at least i 
requests for that resource have been received, wherein i is an integer that is 
at least occasionally greater than one? 

FINDINGS OF FACT 
The following Findings of Fact (FF) are shown by a preponderance of 
the evidence. 

The Invention 

1. According to Appellants, the invention concerns a technique for 
efficiently populating a cache with resources (Spec. 2). Embodiments 
include populating a cache with a resource only when at least i requests for 
the resource have been received, wherein / varies with e.g. the time of day, 
the day of the week, the day of the year, the month of the year, the season of 
the year, or the year itself (Spec. 10). In another embodiment, the value of i 
does not change (Spec. 9). 
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2. According to Appellants' Specification, u [i]n some cases, the 
value of / is one, and in other cases the value of j is an integer greater than 
one. In some cases, the value of i is invariant (i.e., it does not change over 
time or as a function of circumstance)" (Spec. 9). 

Tran 

3. Tran teaches electronic information caching based on an 
anticipated demand for that information. Anticipating future requests for 
access to selected information may be based on, for example, past requests 
for access to the same or related electronic information. Requests for access 
may be anticipated before, after, or while an access request is made (coL 1, 
1127-31, 49-52, and 66-67). 

4. Tran includes an "anticipating module" that may be designed to 
determine the rate or number of requests for electronic information, and to 
electronically flag electronic information as being in high demand by access 
requesters where the cache value or frequency of requests for the electronic 
information is high (col. 4, 11. 32-40), 

5. Provisional Application No. 60/234,996, from which Tran 
claims priority under 35 U.S.C. § 119(e), discloses that "[anticipating 
requests for electronic information ... is generally performed based on one 

ore [sic] more criteria, e.g., past requests for information " (p. 3, 11. 20- 

21). 

Chamberlain 

6. Chamberlain teaches a caching system and method that allow 
for the caching of web pages that have dynamic content, using a cacheability 
analyzer that analyzes responses based on time, content, user identification, 
and macro hierarchy (Abstract). 
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7. Chamberlain teaches various applicability tests for determining 
whether a dynamic web page should be cached, including tests for 
appropriate browser type and version and tests for the appropriate language 
(col. 14, 11. 19-26). 

Teoman 

8. Teoman teaches an apparatus and method for caching data in a 
storage device of a computer system. Data is preloaded and responsively 
cached in the user-configurable cache memory based on user preferences 
(Abstract). 

9. Teoman teaches that, as part of a user cache manager, "a user 
may specify that, after a threshold number of files within a directory have 
been accessed, all the files in the directory are to be preloaded" (col. 10, 11. 
40-43). 

PRINCIPLES OF LAW 

'"A rejection for anticipation under section 102 requires that each and 
every limitation of the claimed invention be disclosed in a single prior art 
reference/" See In re Buszard, 504 F.3d 1364, 1366 (Fed. Cir. 2007) 
(quoting In re Paulsen, 30 F.3d 1475, 1478-79 (Fed. Cir. 1994)). 
Anticipation of a claim requires a finding that the claim at issue reads on a 
prior art reference. Atlas Powder Co. v. IRECO Inc., 190 F.3d 1342, 1346 
(Fed. Cir. 1999) (citing Titanium Metals Corp. v. Banner, 778 F.2d 775, 781 
(Fed. Cir. 1985)). 

'The test of enablement is whether one reasonably skilled in the art 
could make or use the invention from the disclosures in the patent coupled 
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with information known in the art without undue experimentation." United 
States v. Telectronics, Inc., 857 F.2d778, 785 (Fed. Cir. 1988). 

"[A] patent disclosure need not enable information within the 
knowledge of an ordinarily skilled artisan. Thus, a patentee preferably omits 
from the disclosure any routine technology that is well known at the time of 
application." Chiron Corp. v. Genentech, Inc., 363 R3d 1247, 1254 (Fed. 
Cir. 2004). 

ANALYSIS 
§ 112 Rejection 

Each of claims 2, 9, 16, and 25, rejected as lacking enablement, 
recites that "the value of / is invariant" The Examiner stated that "claim 1 
clearly recited i is variable by reciting the i is occasional [sic] greater than L 
It can't be invariant" (Ans. 3). 

We do not find the Examiner's reasoning persuasive. Claim 1 (and all 
other pending independent claims) recites that "i is an integer and is at least 
occasionally greater than one." The Specification discloses that "[i]n some 
cases, the value of / is one, and in other cases the value of / is an integer 
greater than one. In some cases, the value of / is invariant (Le. y it does not 
change over time or as a function of circumstance)" (FF 2), If / is at least 
occasionally greater than one (as claim 1 requires), it is therefore possible 
that i could be invariant (as claim 2 requires), and always be equal to two, or 
three, or any other integer greater than one, without doing violence to the 
requirement of claim 1. We find, therefore, that Appellant's Specification 
discloses the invention of claim 2 such that one of ordinary skill in the art 
could make and use it without undue experimentation. 
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Because Appellants have shown error in the Examiner's rejection of 
claims 2, 9, 16, and 25 under 35 U.S.C § 112, first paragraph, we will not 
sustain the rejection. 

§ 1 02 Rejection over Tran 
We select claim 1 as representative of this group, pursuant to our 
authority under 37 C.ER. § 4L37(c)(l)(vii). 

Appellants argue that Tran does not qualify as prior art because "[t]he 
102(e) filing date of Tran is 29 December 2000, which is after the filing 
date of the present application (29 November 2000)" (Br. 15). 

The Examiner correctly points out, however, that Tran claims 
domestic priority under 35 U.S.C. § 119(e) from a provisional application 4 
filed 25 September 2000, which is prior to the filing date of the present 
application (Ans. 10). Tran therefore does qualify as prior art, based on the 
filing date of the provisional application. Appellants make no argument in 
the Brief that the provisional application does not support the subject matter 
relied upon to make the § 102(e) rejection in compliance with § 112, first 
paragraph. See Ex parte Yamaguchi, 88 USPQ2d 1606 (BPAI 2008) 
(precedential). Appellants have therefore failed to carry their burden of 
establishing that the Examiner erred in applying Tran against the claimed 
invention. 

Tran teaches electronic information caching including an "anticipating 
module" that may be designed to determine the rate or number of requests 
[plural] for electronic information, and to electronically flag electronic 
information as being in high demand by access requesters where the cache 

4 Provisional Application No. 60/234,996 (hereinafter "The Provisional 
Application"). 
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value or frequency of requests for the electronic information is high (FF 4). 
Tran thus teaches populating its cache with the ''electronic information" 
when at least i requests for that information have been received, wherein * is 
an integer at least occasionally greater than one (i.e., Tran caches electronic 
information that has been subject to plural "requests"). The Provisional 
Application supports this subject matter, noting that "[anticipating requests 
for electronic information ... is generally performed based on one ore [sic] 

more criteria, e.g., past requests for information " (FF 5 (emphasis 

added)). 

Therefore, because Appellants have not established error in the 
Examiner's rejection, we will sustain the Examiner's rejection of claims 1, 
8, 11, 12, 15, 22-24, 27, 28, 31, and 32 under 35 U.S.C § 102. 

§ 102 Rejection over Chamberlain 

The Examiner finds that Chamberlain teaches populating a cache with 
a resource only when at least / requests for the resource have been received, 
wherein / is an integer and at least occasionally greater than one (Ans. 5), as 
is recited in each of independent claims 1, 8, 15, and 24. The section of 
Chamberlain (FF 7) cited by the Examiner, however, generally describes 
tests that may be run against a cached response to ensure that it is applicable 
to the request or the requesting user (id), but does not teach populating a 
cache with a resource after / requests for the resource, i being an integer at 
least occasionally greater than one. While it is possible that one of such tests 
could be whether a web page has been requested at least / times, i being an 
integer at least occasionally greater than one, it would be speculation to 
assert that exactly such a test is performed in Chamberlain's invention. 
Likewise, we do not find any other disclosure in Chamberlain to the effect 
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that Chamberlain populates a cache with a resource in response to at least i 
requests for said resource, wherein / is at least occasionally greater than one. 
As a result, we find that Chamberlain does not teach all of the elements of 
claim 1. 

Appellants have thus established error in the Examiner's rejection, 
and we will not sustain the § 102 rejection of claims 1, 8, 1 1, 12, 15, 22-24, 
27, 28, 31, and 32 as being anticipated by Chamberlain. 

§ 102 Rejection over Teom an 

We select claim 1 as representative of this group, pursuant to our 
authority under 37 C.RR. § 4L37(c)(l)(vii). 

Appellants argue that the Examiner erred in rejecting claim 1 as being 
anticipated by Teoman because Teoman does not teach delaying the 
population of a cache with a resource until at least i requests for the resource 
have been received, wherein i is at least occasionally greater than one (Br. 
18). 

Teoman teaches, however, that as part of a user cache manager, "a 
user may specify that, after a threshold number of files within a directory 
have been accessed, all the files in the directory are to be preloaded" (FF 9). 
Teoman thus teaches populating a cache with a resource (i.e., a directory) 
when at least / requests for that resource (i.e., files making up that directory) 
have been received, wherein / is an integer at least occasionally greater than 
one (because Teoman teaches loading a directory in response to (plural) 
"requests," Teoman teaches at minimum a situation where / is always equal 
to 2 [or more], which is at least occasionally greater than one). 
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We therefore find that Appellants have failed to establish error in the 
Examiner's § 102 rejection of claims 1, 8, 11, 12, 15, 22-24, 27, 28, 31, and 
32 as being anticipated by Chamberlain, and we will sustain the rejection. 

CONCLUSIONS OF LAW 

1. Appellants have shown that the Examiner erred in finding that 
one of ordinary skill in the art could not make and use the invention of claim 
2, in which the value of * is invariant, without undue experimentation. 

2. Appellants have not shown that the Examiner erred in finding 
that Tran qualifies as prior art under 35 U.S.C. § 102(e). 

3. Appellants have shown that the Examiner erred in finding that 
Chamberlain teaches populating a cache with a resource only when at least i 
requests for that resource have been received, wherein i is an integer that is 
at least occasionally greater than one. 

4. Appellants have not shown that the Examiner erred in finding 
that Teoman teaches populating a cache with a resource only when at least i 
requests for that resource have been received, wherein i is an integer that is 
at least occasionally greater than one. 

ORDER 

The Examiner's rejection of claims 2, 9, 16, and 25 under 35 U.S.C. § 
1 12 is reversed. The Examiner's rejection of claims 1, 8, 1 1, 12, 15, 22-24, 
27, 28, 31, and 32 under 35 U.S.C. § 102 as anticipated by Tran is affirmed. 
The Examiner's rejection of claims 1, 8, 11, 12, 15, 22-24, 27, 28, 31, and 
32 under 35 U.S.C. § 102 as anticipated by Chamberlain is reversed. The 
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Examiner's rejection of claims 1, 8, 11, 12, 15, 22-24, 27, 28, 31, and 32 
under 35 U.S.C. § 102 as anticipated by Teoman is affirmed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.RR. § 1.136(a)(l)(iv). 

AFFIRMED-IN-PART 
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